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Qpi ni on by Hanak, Admi nistrative Trademark Judge:

Star Pipe Products, Inc. (applicant) seeks to register
ALLGRIP in typed drawing formfor “coupling and restraint
devices for pipes and joints, nanely, netal pipe fittings,
nmetal pi pe connectors, netal pipe collars, netal pipe
couplings and joints.” The intent-to-use application was
filed on February 12, 1997.

Al'ltrade, Inc. (opposer) filed a notice of opposition
alleging that prior to February 1997, it had used the
identical mark ALLGRIP for pliers. Furthernore, opposer

al l eged that on June 30, 1998 it obtained a federal
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registration of the mark ALLGRIP in typed drawing form for
“hand tools, nanely, pliers.” Registration No. 2,170, 255.
Cont i nui ng, opposer alleged that the contenporaneous use of
the identical mark by the parties for their respective goods
is likely to cause confusion, m stake and/ or deception.
VWi | e opposer did not nmake specific reference to Section
2(d) of the Trademark Act, it is clear that this is one
basis for the Notice of Qpposition. Finally, opposer
all eged that “applicant’s use and registration of the
all eged mark submtted for registration will tend to dilute
the distinctiveness of opposer’s mark.” (Notice of
opposi tion paragraph 10). However, as opposer nakes clear
at page 15 of its reply brief, opposer has not pursued its
dilution claim Accordingly, we will not consider this
claim

Applicant filed an answer which denied the pertinent
all egations of the notice of opposition. Subsequently,
applicant filed a nost confusing set of papers. First,
applicant filed a notion to anend its answer stating that
applicant “erroneously admtted allegation No. 2 of the
Notice of Opposition that the application [of applicant] was
an intent-to-use application filed on February 12, 1997
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when, in fact, it was a use-based application under Section
1(a) of the Trademark Act ... [with a] date of first use of
March 13, 1996.” Applicant’s proposed anended answer added
paragraph 17 in which applicant sought to cancel opposer’s
regi stration on the grounds that “applicant’s first use of
[Its] mark predates both the filing date of opposer’s mark
and the applicant’s [?] date of first use.” Thereafter,
applicant filed a notion to withdraw its first notion to
amend its answer and a second notion to anend its answer.

In its second anended answer, paragraph 17 was nodified to

i nclude the follow ng sentence: “Applicant seeks such
cancel l ation on the grounds that applicant’s first use of
[its mark] on March 19, 1997 ... predates the date of first
use of opposer’s mark of January 1, 1998.” 1In its second
notion to anend, applicant stated that its “first notion
erroneously clained that [its] trademark application for the
mark ALLGRIP ... was a use-based application.” Applicant

t hen acknow edged that its application was i ndeed an intent-
to-use application. Finally, applicant filed a notion to

W thdraw both its first and second notions to anend its
answer stating that “the net effect of such a w thdrawal
woul d be to | eave the applicant’s original response [answer]
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to the Notice of Opposition unchanged.” The Board granted
applicant’s nost recent request in an order dated Novenber
30, 1999.

Thus, there is before the Board no countercl ai mseeking
to cancel opposer’s registration. Mreover, inits brief,
appl i cant never argued that opposer’s registration should be
cancel | ed.

Both parties have filed briefs. Neither party
requested a hearing. The description of the record and the
statenment of issues are set forth at pages 1 and 2 of
opposer’s brief. At page 6 of its brief, applicant states
that it accepts both opposer’s description of the record and
statenent of the issues. The only comment this Board has
with regard to the “record” is to note that opposer is quite
correct in its objection to those exhibits which applicant
attached to its brief which were not introduced during the
trial. The Board has given no consideration to these
exhi bits.

At the outset, we note that opposer has properly made
of record a certified status and title copy of its
Regi stration No. 2,170,255 for the mark ALLCGRIP depicted in
typed drawing formfor “hand tools, nanely, pliers.” Thus,
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despite the aforenenti oned convol uted set of proposed
anmended answers and counterclains filed by applicant
(subsequently withdrawn), priority of use rests with

opposer. King Candy Co. v. Eunice King’s Kitchen, Inc., 496

F.2d 1400, 182 USPQ 108 (CCPA 1974). Hence, the only issue
in this proceeding is one of |ikelihood of confusion.

In any likelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanmental inquiry mandated
by Section 2(d) goes to the cumulative effect of differences
in the essential characteristics of the goods and
differences in the marks.”)

Considering first the marks, they are identical. Thus,
the first Dupont “factor weighs heavily against applicant”

because the two word narks are identical. In re Martin's

Fanous Pastry Shoppe Inc., 748 F.2d 1565, 223 USPQ 1289,

1290 (Fed. Cir. 1984). Moreover, it nust be renenbered that
applicant seeks to register ALLGRIP in typed drawing form
This neans that in our |ikelihood of confusion analysis, we
nmust consi der all reasonable manners in which applicant
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could depict its mark ALLGRIP. Phillips Petroleumv. C J.

Webb, 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971). Because
applicant’s mark consists of two distinct words (ALL and

GRI P), one reasonabl e nmanner of depiction would be to depict
the ALL portion of applicant’s mark in one color or type
face and the GRIP portion of applicant’s mark in a second
color or type face. 1In this regard, we note that opposer,
in its packaging and advertising, consistently depicts its
mark ALLGRIP with the ALL portion in one color and type face
and the GRIP portion in a second color and type face. See
opposer’s exhibits 7, 10, 11, 12, 13, 14, 15 and 16. Thus,
in ternms of visual appearance, it is sonmewhat of an
understatenent to nerely indicate that the nmarks of the
parties are identical. Because applicant is seeking a typed
drawi ng registration of ALLGRIP, it would be free to depict
ALLGRI P just as opposer does, nanely, with the ALL portion
in one color and type face and the GRIP portion in a second
color and type face.

Turning to a consideration of applicant’s goods and
opposer’s goods, we note that because the marks are
identical, their contenporaneous use can lead to the
assunption that there is a common source “even when [the]
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goods or services are not conpetitive or intrinsically

related.” Inre Shell G| Co., 992 F.2d 1204, 26 USPQd

1687, 1689 (Fed. Cir. 1993).

However, in this case we find that applicant’s goods
and opposer’s goods are definitely related. As described in
its registration, opposer’s goods are pliers. This includes
pliers of all types. As described in its application,
applicant’s goods include netal pipe fittings, netal pipe
connectors and netal pipe couplings. As applicant’s
exhi bits nmake clear, netal pipe fittings, connectors and
couplings include bolts and nuts. See applicant’s exhibits
1, 2, 5and 9. (Qbviously, pliers can be used to tighten or
| oosen bolts and nuts. Indeed, applicant’s own w tness
(Dani el W MCutcheon) conceded at page 28 of his deposition
that various types of pliers can be used “to fasten and
unfasten nuts and bolts.” Wiile M. MCutcheon stated that
i ndi vidual s should use torque wenches to instal
applicant’s ALLCRIP products, M. MCutcheon al so
acknow edged that other tools such as socket wrenches and
pliers could be used in the installation of applicant’s
ALLGRI P products. (MCutcheon deposition pages 24 and 28).

In any event, even if we were to nmake the totally
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unsupported assunption that pliers were never used in
conjunction with applicant’s actual ALLGRIP netal pipe
fittings, connectors and couplings, it nust be renenbered

that the focus in this opposition proceeding is not upon

opposer’s actual goods and applicant’s actual goods, but

rat her upon the goods as described in opposer’s registration
and applicant’s application. As our prinmary review ng Court
has made abundantly clear, “in a proceeding such as this,
the question of likelihood of confusion nust be determ ned
based on an analysis of the nmark as applied to the goods
and/or services recited in applicant’s application vis-a-vis
t he goods and/or services recited in opposer’s registration,
rat her than what the evidence shows the goods and/ or

services to be.” Canadian Inperial Bank v. Wl |s Fargo

Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1815 (Fed. G r. 1987).
Appl i cant’ s chosen description of goods is broad enough
to include netal pipe fittings, connectors and couplings of
all types, and not just applicant’s actual specialized netal
pi pe fittings, connectors and couplings for use in water
treatnent plants, sewage treatnent plants and water |ines.
(McCut cheon deposition page 11). Thus, applicant’s own
chosen description of goods is broad enough to include netal
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pi pe fittings, connectors and couplings that are installed
in residential dwellings by ordinary plunbers and hone
owners.

In this regard, the packaging for opposer’s ALLGRI P
adj usting pliers enphasi zes that opposer’s pliers are
particularly suited to be used in connection with ordinary
residential plunbing projects. (Opposer’s exhibit 7).
| ndeed, the very first “around the house” job |isted on
opposer’s ALLGRI P packaging is plunbing. Mreover, the only
j ob pictured on opposer's packaging is a plunbing job
featuring opposer’s ALLGRIP pliers holding, in one instance,
a residential pipe and, in a second instance, a washer. Not
only are residential plunbing projects featured prom nently
on opposer’s ALLGRI P packagi ng, but they are al so featured
prom nently in opposer’s television and point-of-sale
advertising for its ALLGRIP pliers. Opposer's ALLGRIP
tel evision commercial (opposer’s exhibit 16) conmences with
the follow ng voice-over: “It’s tinme to sink that too
Titanic.” (enphasis added). The video acconpanying this
voi ce-over shows an open tool box filled with an assort nent
of pliers, wenches, and the |like being discarded.
Thereafter, this television comrercial features ordinary
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homeowners using opposer’s ALLGRIP pliers on a variety of
residential plunbing jobs. A typical statenent in the
commercial is as follows: “Use ALLGRIP to take care of al
your plunbing needs.” Likew se, opposer’s point-of-sale
vi deo denonstrating howits ALLCGRIP pliers are used
enphasi zes plunbing projects with such statenents as it
“grips pipes and fittings.” (Opposer’s exhibit 15).

Thus, even if we assune for the sake of argunent that
applicant’s actual goods are expensive and that applicant’s
actual goods are purchased only by sophisticated
i ndi vidual s, neverthel ess, applicant’s chosen description of
goods is broad enough to include goods which are relatively
i nexpensi ve and whi ch are purchased by unsophi sticated hone
owners. These are the very sanme ordinary, unsophisticated
i ndi vi dual s that opposer markets its ALLGRIP pliers to for a
variety of residential plunbing projects.

As for applicant’s argunent that there has been no
actual confusion, three coments are in order. First, proof
of actual confusion is not required for a finding of
| i kel i hood of confusion. Second, both opposer's and
applicant’s products have been in the market for just a few
years. Thus, the chance for actual confusion to have

10



Qpposition No. 111,616

occurred has been mnimal. Finally, as a corollary to the
foregoing, it nmay be that the opposer’s and applicant’s
actual goods are rarely used together.

Finally, we sinply note that to the extent that there
is any doubt on the issue of likelihood of confusion, said
doubt is resolved in opposer’s favor in view of opposer’s
unchal | enged federal registration of its mark ALLGRIP for

pliers. Inre Martin's Fanous Pastry Shoppe, Inc., 748 F.2d

1565, 223 USPQ 1289, 1290 (Fed. Cir. 1984).

Deci sion: The opposition is sustained.

11



